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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments with respect to claims 1-3, 14, 26-28, have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

4. Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nakano et al (P.N. 2002/0057899) in view of both Ando et al (P.N. 7,426,334) and Mori 
et al (P.N. 2006/0239647). 

Nakano et al discloses a video reproducing apparatus that shows substantially 
the same limitations recited in claims 1-2, including the feature of outputting an I picture 
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and a number of P-pictures as still picture based on reproduced video data as specified 
in the present claims 1-2. Applicant's attention is directed to Nakano et al's claim 13, 
wherein it is disclosed that reproducible video data is decoded using a decoding portion 
and video still picture data is generated from the decoded video data using still picture 
coding portion. 

Nakano et al fails to specifically disclose the feature of the management data 
including management information indicating whether the video data includes the still 
picture as specified in the present claims 1-2. 

Ando et al disclose a video recording/reproducing apparatus which includes the 
feature of the management data including management information managing and 
identifying the still picture as specified in the present claims 1-2. Applicant's attention is 
directed to Ando et al's claim 2, where it is disclosed management information including 
the capability of managing and identifying still picture and the video data reproducing 
from the recording medium. 

It would have been obvious to one skilled in the art to modify the Nakano et al 
video apparatus wherein the recording/reproducing means provided thereof would 
incorporate the capability of a management data including management information 
managing and identifying the still picture in the same conventional manner as is shown 
by Ando et al. The motivation is to have a better control during reproduction operation, 
thereby, increase the efficiency of the apparatus as suggested by Ando et al. 

The proposed combination of Nakano et al and Ando et al indicated above fails 
to disclose the claimed feature of the management data including clock reference 
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information and still presentation information that indicate how long the still picture is to 
be reproduced as specified in claims 1-2. 

Mori et al discloses a video/still picture recording/reproducing apparatus that 
shows the feature of the management data indicating how long a still picture is to be 
reproduced as specified in the present claims 1-2. (See Mori et al's page 15, paragraph 
[0249]). 

It would have been obvious to one skilled in the art to modify the proposed 
combination indicated above wherein the recording/reproducing means provided thereof 
would incorporate the capability of the management data including management 
information indicating how long a still picture is to be reproduced in the same 
conventional manner as is shown by Mori et al. The motivation is to have a better 
control during reproduction operation, thereby, increase the efficiency of the apparatus 
as suggested by Mori et al. 

With regard to claim 3, the feature of the number of P-pictures being greater than 
1 would be present in Nakano et al. (See Nakano et al's Figure 6). 
5. Claims 14, 26-28, are rejected under 35 U.S.C. 102(e) as being anticipated by 
Ando et al (P.N.6,424,797) in view of Mori et al (P.N. 2006/0239647). 

Ando et al discloses a video recording/reproducing apparatus that shows 
substantially the same limitations recited in claim 14, including the feature of providing 
video data and of providing management data indicating if the video data does not 
include a still picture as specified in the present claim 14. Applicant's attention is 
directed to Ando et al's claim 2, where it is disclosed management information including 
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the capability of managing and identifying still picture and the video data reproducing 
from the recording medium. 

Ando et al fail to disclose the claimed feature of the management data including 
clock reference information and still presentation information that indicate how long the 
still picture is to be reproduced as specified in claim 14. 

Mori et al disclose a video/still picture recording/reproducing apparatus that 
shows the feature of the management data indicating how long a still picture is to be 
reproduced as specified in the present claim 14. (See Mori et al's page 15, paragraph 
[0249]). 

It would have been obvious to one skilled in the art to modify the Ando et al's 
apparatus wherein the recording/reproducing means provided thereof would incorporate 
the capability of the management data including management information indicating 
how long a still picture is to be reproduced in the same conventional manner as is 
shown by Mori et al. The motivation is to have a better control during reproduction 
operation, thereby, increase the efficiency of the apparatus as suggested by Mori et al. 

With regard to claims 26-28, the feature of the management area and the data 
area being separated by at least one header area including header information for the 
video data as specified thereof is present in Ando et al. (See the management 
information shown in Ando et al's Figure 1 , part B). 

Claim Rejections - 35 USC § 101 
6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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7. Claims 1-3, 14, 26-28 are rejected under 35 U.S.C. 101 as not falling within one 
of the four statutory categories of invention. Supreme Court precedent 1 and recent 
Federal Circuit decisions 2 indicate that a statutory "process" under 35 U.S.C. 101 must 
(1) be tied to another statutory category (such as a particular apparatus), or (2) 
transform underlying subject matter (such as an article or material) to a different state or 
thing. While the instant claim(s) recite a series of steps or acts to be performed, the 
claim(s) neither transform underlying subject matter nor positively tie to another 
statutory category that accomplishes the claimed method steps, and therefore do not 
qualify as a statutory process. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT CHEVALIER whose telephone number is 
(571)272-7374. The examiner can normally be reached on MM-F (9:00-6:30), second 
Monday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thai Tran can be reached on 571-272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



1 Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 

2 In re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008). 



Application/Control Number: 10/810,720 Page 7 

Art Unit: 2621 

Information regarding the status of an application may be obtained from the 
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Primary Examiner, Art Unit 2621 
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